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- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Disposition of Claims 
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Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
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DETAILED ACTION 


Double Patenting 


The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-2 and 4-24 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-23 of 
copending Application No. 10/408,055. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the instant application requires 
a solid oxide fuel cell generator comprising a solid oxide fuel cell and the copending 
application requires a fuel cell generator comprising a fuel cell. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 recites the limitation "a pre-reformer within the trailer" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. A trailer is not previously 
mentioned in this claim. 

With respect to Claims 10, 11, 15 and 23, it is unclear if the applicant intends for 
the trailer to be a structural part of the invention when the claims are directed to a solid 
oxide fuel cell generator. For examining purposes, "the trailer" will be considered as an 
enclosure. 


Claim Rejections - 35 USC § 103 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 and 5-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nishio et al. (US 6,660,417) in view of Caci et al. (US 2004/0190229 A1). 

Nishio et al. discloses in Figures 1 and 2, a fuel cell generator including a general 
fuel cell (1), a hydrogen storage device (5) composed of hydrogen cylinders (51) which 
supply hydrogen to the fuel cell stack through a hydrogen pipe (6) provided with a valve 
(14) disposed downstream of a conveying pump (52). He also discloses an oxygen 
storage device (16) composed of an oxygen cylinder, an oxygen pipe (7) equipped with 
a valve (18), and a conveying pump for supplying oxygen to the fuel cell stack (1). The 
fuel cell generator is equipped with a controller, which controls the valves (13 to 15) and 
the switches (1 1 and 12) that operate and turn on and off the valves and switches. 
Nishio et al. also discloses an inverter (2) for converting direct current power into 
alternating current power, and a converter (3) for converting alternating current power 
into direct current power, wherein the system controller controls the switches that 
control the inverter, converter and conveying pumps. 

Nishio et al. does not expressly disclose the fuel cell generator as being a solid 
oxide fuel cell, as comprising a portable enclosure containing the fuel cell stack, having 
the hydrogen and oxygen storage means being at least partially within the enclosure, 
further comprising a trailer onto which the portable enclosure is removably mounted, 
has a moving means of at least one axle with one wheel at each end and affixed to the 
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enclosure. He also does not disclose the voltage of the DC output of the fuel cell stack 
being stepped down. 

Caci et al. discloses in Figure 1 A, a self-sustaining environmental control unit 
(SECU) (100), which contains any type of fuel cell (103), including a solid oxide fuel cell, 
and fuel system such as hydrogen and oxygen (101), housing components in an 
enclosure (109). Paragraph 0036 discloses the enclosure being adapted for a mobile 
environment. In Figure 3, a trailer provides mobility for the enclosure to be mounted to 
the trailer, which includes at least one axle with wheels at each end. This trailer can 
also be interpreted as being a sled because by definition a sled is for transportation and 
is a frame mounted on at least one axel. Paragraph 0037, discloses that the fuel cell 
system can be used in mobile environments other than a trailer and can also be 
disassociated from the trailer and installed in a cell tower or unmanned fixed shelter or 
building after being transported. In paragraph 0057, Caci et al. discloses the conversion 
of DC voltage to AC voltage and a power supply subsystem includes switching and 
voltage regulation for final power conditioning before use and is capable of switching the 
voltage as needed by electronics. 

Nishio et al. and Caci et al. are analogous art because they are from the same 
field of endeavor, fuel cells. At the time of the invention it would have been obvious to 
one of ordinary skill in the art to place the fuel cell stack of the Nishio et al. reference 
into an enclosure and mount it on to a trailer, as in the Caci et al. reference, for the 
purpose of protecting the components of the fuel cell stack from the harsh environment 
and to make the fuel cell stack mobile. It would have been obvious to provide a 
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mechanism for conditioning the power by being able to step the voltage of the DC 
voltage so as to control how much energy is stored and be able to direct energy to and 
from the energy storage system. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gillett et 
al. (US 5,741 ,605) in view of Nishio et al. (US 6,660,417). 

Gillett et al. discloses in Figure 1, a solid oxide fuel cell generator (10) 
comprising: a portable enclosure (12); a solid oxide fuel cell stack (24, 26) within the 
enclosure (column 9 lines 64-67); feed oxidant supply and distribution tubing with the 
enclosure (column 10 lines 1-3), and; a hydrogen carbon fuel supply and a prereformer 
within the enclosure (column 8 lines 58-60). Gillett does not disclose a power condition 
means and at least one system controller. 

Nishio et al. discloses in Figures 1 and 2, an inverter (2) for converting direct 
current power into alternating current power, and a converter (3) for converting 
alternating current power into direct current power, wherein the system controller 
controls the switches that control the inverter, converter and conveying pumps (column 
4 lines 30-34). 

Gillett et al. and Nishio et al. are analogous art because they are from the same 
field of endeavor, fuel cells. At the time of the invention it would have been obvious to 
one of ordinary skill in the art to combine a power condition means and a system 
controller with the fuel cell generator of Gillett et al. for the purpose of being able to 
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convert AC power to DC power and vice versa and to be able to control when and how 
much of this power is needed. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nishio et 
al. (US 6,660,417) and Caci et al. (US 2004/0190229 A1) and in further view of 
Yoshimura et al. (US 6,722,858). 

Nishio et al. and Caci et al. disclose the fuel cell generator of Claim 1 above, but 
do not disclose that the compressor means comprises an oil-cooled compressor. 

Yoshimura et al. discloses in column 1 lines 8-12, that oil-cooled type 
compressors are widely known in the art. 

Nishio et al., Caci et al. and Yoshimura et al. are analogous art because they are 
from the same field of endeavor, fuel cells. At the time of the invention it would have 
been obvious to one of ordinary skill in the art to use the oil cooled compressor of 
Yoshimura et al. in the fuel cell generator of Nishio et al. and Caci et al. for the purpose 
of saving on power consumption. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nishio et 
al. (US 6,660,417) and Caci et al. (US 2004/0190229 A1) and in further view of Gillett et 
al. (5,741,605). 

Nishio et al. and Caci et al. disclose method of fuel cell generated electrical 
power of Claim 22 above, but do not disclose the fuel supplied being hydrocarbon 
reformate and oxygen from compressed atmospheric air. 
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Gillett et al. discloses in column 8, reformation of natural gas and other fuels 
containing hydrocarbons for use as the fuel cell fuel (lines 56-60) and air or oxygen 
used as the oxidant gas (lines 23-25). 

Nishio et al., Caci et al. and Gillett et al. are analogous art because they are from 
the same field of endeavor, fuel cells. At the time of the invention it would have been 
obvious to one of ordinary skill in the art to use a hydrocarbon reformate and oxygen 
from compressed air as the fuel and gas supplied to the fuel cell of Nishio et al and Caci 
et al. for the purpose of reacting with one another to deliver electrons and produce 
electricity (Gillett column 7 lines 50-52). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karie O'Neill whose telephone number is (571) 272- 
8614. The examiner can normally be reached on Monday through Friday from 8am to 
5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr can be reached on (571) 272-1414. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


KAO 



